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The MAILING DATE of this communication appears on the cover sheet with the correspondence address » 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 31 October 2005 . 
2a)^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-31 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-31 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Response to Amendment 



Notice to Applicant 



1 . This communication is in response to amendment filed 31 October 2005. Claims 
2-3, 16-17 and 30-31 have been amended. Therefore, claims 1-31 are pending for 
further examination. 



2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1-31 are rejected under 35 U.S.C. § 102(e) as being anticipated by Smith 
et al (Hereafter, Smith), U.S. Pat. No. 6,697,842. 

Regarding claim 1, Smith teaches a method comprising: 

transferring a proper subset of a first plurality of information items and receiving 
at least one information item separate from the first plurality of information items (= 
transferring data from the server to the mobile client via a service provider) [see 
Abstract and Fig. 1]; and 

forming a second plurality of information items including the first plurality of 
information items and the at least one information item and processing the second 
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plurality of information items, providing at least one dynamically processed information 
item (= dynamically processing and filtering data for adapted content being sent to the 
mobile client) [see Abstract and Fig. 4 and Col. 4, Line 25 to Col. 5, Line 36]. 

Regarding claims 2-3, Smith further teaches the method of claim 1 wherein 
processing comprises prioritizing and wherein prioritizing, further comprises transferring, 
in prioritized order, at least two dynamically processed information items (= filtering and 
prioritizing) [see Col. 2, Lines 1-25]. 

Regarding claim 4, Smith further teaches the method of claim 1 wherein the 
second plurality of information items comprises a complement of the proper subset of 
the first plurality of information items, the complement comprising information items 
within the first plurality of information items that are not in the proper subset of the first 
plurality of information items [see Fig. 9 and Col. 4, Line 25 to Col. 5, Line 36]. 

Regarding claims 5-6, Smith further teaches the method of claim 1 wherein the 
first plurality of information items is heterogeneous and wherein the second plurality of 
information items is heterogeneous (= web-based forms) [see Col. 7, Lines 1-34]. 



Regarding claims 7-8, Smith further teaches the method of claim 1 , wherein at 
least one of the first plurality of information items is received from a user input and 



Serial Number: 10/057,163 
Art Unit: 2155 



Page 4 

Paper Dated 20060302 



wherein at least one of the second plurality of information items is received from a user 
input [see Col. 5, Line 37 to Col. 6, Line 67]. 

Regarding claims 9-10, Smith further teaches the method of claim 1 , wherein at 
least one of the first plurality of information items is received from a separate second 
device and wherein at least one of the second plurality of information items is received 
from a second device [see Col. 4, Line 25 to Col. 5, Line 36]. 

Regarding claim 1 1 , Smith further teaches the method of claim 1 further 
comprising promoting a dynamically processed information item to a user-accessible 
state [see Abstract]. 

Regarding claim 12, Smith further teaches the method of claim 1 , wherein when 
processing comprises prioritizing, providing includes presenting in prioritized order [see 
Abstract], 

Regarding claims 13-14, Smith further teaches the method of claim 1 further 
comprising transferring a dynamically processed information item to a separate second 
device and intra-device transferring a dynamically processed information item [see Col. 
2, Lines 1-25 and Col. 4, Line 25 to Col. 5, Line 36 ands Col. 7, lines 45-67]. 

Claims 15-28 are rejected under the same rationale set forth above to claims 1- 
14, respectively. 



Serial Number: 10/057,163 
Art Unit: 2155 



Page 5 

Paper Dated 20060302 



Claims 29-31 are rejected under the same rationale set forth above to claim 1-3, 
respectively. 



4. Applicant's arguments have been fully considered but they are not persuasive 
because of the following reasons: 

Specification does not explicitly describe nor is sufficiently clear for one of 
ordinary skill in art to recognize the following steps as recited in claims 1,15 and 29 
such as "receiving at least one information item separate from the first plurality of 
information items". 

Therefore, claims 1 , 15 and 29 are unclear that the one ordinarily skilled in the art 
cannot recognize the encompassed claimed limitations. Also, undue experimentation 
would be needed to receive at least one information item separate from the first plurality 
of information items. 

In response to applicant's arguments, the law of anticipation requires that a 
distinction be made between the invention described or taught and the invention 
claimed. It does not require that the reference "teach" what the subject patent teaches. 
Assuming that a reference is properly "prior art, " it is only necessary that the claims 
under consideration "read on" something disclosed in the reference, i.e., all limitations 
of the claim are found in the reference, or "fully met" by it. See Colman v. Kimberly- 
Clark Corp., 218 USPO 789. 



Response to Arguments 
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Smith teaches a method comprising transferring a proper subset of a first 
plurality of information items and receiving at least one information item separate from 
the first plurality of information items. For example, Smith discloses transferring data 
from the server to the mobile client via a service provider. Since a filtering process 
involved, then there is a step of receiving at least one information item separate from 
the first plurality of information items [see Smith, Abstract and Fig. 1 and Col. 2, Lines 7- 
24 and Col. 4, Line 65 to Col. 5, Line 18]. In addition, Smith further teaches forming a 
second plurality of information items including the first plurality of information items and 
the at least one information item and processing the second plurality of information 
items, providing at least one dynamically processed information item. For example, 
Smith further discloses dynamically processing and filtering data for adapted content 
being sent to the mobile client. Since data are gathered/collected, then there is a step of 
forming a second plurality of information items including the first plurality of information 
items and the at least one information item [see Smith, Abstract and Fig. 4 and Col. 1 , 
Lines 24-46 and Col. 4, Line 25 to Col. 5, Line 36]. 

As a result, cited prior art does disclose a system and method as broadly claimed 
by the applicant. Therefore, the examiner asserts that cited prior art teaches or 
suggests the subject matter recited in independent claims 1,15 and 29. Dependent 
claims are also rejected at least by virtue of dependency on independent claims and by 
other reasons shown above. Accordingly, claims 1-31 are respectfully rejected. 
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Conclusion 

5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 

policy as set forth in 37 CAR 1 .136(a). 

A SHORTENED STATUTORY PERIOD FOR REPLY TO THIS FINAL ACTION 
IS SET TO EXPIRE THREE MONTHS FROM THE MAILING DATE OF THIS ACTION. 
IN THE EVENT A FIRST REPLY IS FILED WITHIN TWO MONTHS OF THE MAILING 
DATE OF THIS FINAL ACTION AND THE ADVISORY ACTION IS NOT MAILED 
UNTIL AFTER THE END OF THE THREE-MONTH SHORTENED STATUTORY 
PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE ON THE 
DATE THE ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE 
PURSUANT TO 37 CAR 1.136(A) WILL BE CALCULATED FROM THE MAILING 
DATE OF THE ADVISORY ACTION. IN NO EVENT, HOWEVER, WILL THE 
STATUTORY PERIOD FOR REPLY EXPIRE LATER THAN SIX MONTHS FROM THE 
MAILING DATE OF THIS FINAL ACTION. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Philip Tran whose telephone number is (571) 272-3991. 
The Group fax phone number is (571 ) 273-8300. If attempts to reach the examiner by 
telephone are unsuccessful, the examiner's supervisor, Saleh Najjar, can be reached on 
(571)272-4006. 
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7. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



Philip B.Tran 
Primary Examiner 
Art Unit 21 55 
March 02, 2006 




